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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Sir: 

Applicants request review of the final rejection mailed March 20. 2006 and the Advisory 
Action mailed August 7, 2006. No amendments are being filed with tins request. This request h 
filed concurrently with a Notice of Appeal The review Is requested for the reasons provided 
below. 

Claims 1-16 are pending in this application. Claims 1-16 stand rejected under 35 U.S.C. 
103(a m Kavv gin S 5 uent No. 4,961,403) in view of Moore (U.S. Patent No. 
6,306,056 81). Claims 1 and II are independent claims. 

I. The Final R ejection Falls To Esta blish A Prima Facie Case Of O bvioasness 

MPEP §706.02(j) states: 

io i nab in i a/7? nafac i ase )i >h\ ousness nee ba k srite 
must be met . . . die prior art reference (or references when 
combined) s ius leach < i suggest all the claim limitations. 

Claim ecitei tell d invoh g at least five stej l"he steps gene ly i e a 
machine operating as a motor that drives a shaft that turns an engine, sensing the speed of the 
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shaft and i . oflfv engine, supplying I m k engine n d „t ■ atiny ignition to make 

the engine a prime mover, and activating the machine so that it operates as a generator. Claim 1 1 
recites a portable range exte t i i equeni v ^ i i s (I 

1 i \ rate < * v. v,s ! urns an e t c c 

^ i 1 is. k- "j i w , . _ m* i re ok >„ c aa'iiifhaen wttch 
the machine operates as a generator. 

e Cv i t ! h\a ? > <. V.-NC > o ^ <. M'c- s Ss. iS 

references do not teach or suggest all of the claim limitations. As explained in the 7/20/06 
Amendment at page 6, Kawaguchi and Moore fail to show or describe 1 s kx wiving a 

i ~i f ( i g ! i 1 > ! 1 ' (. a v v 

K-i i i * e i i i e m he 

activating the motor to function as a generator. Furthermore, K ; oa c d \k:» < each fail to 
,ho tv s s i i e ? i e c . . < I ^ t i e L ti V 

ajprangepent in which a motor drives an engine in rotation. The final rejection fails to properly 
assert where the applied references teach or suggest these features of claims 1 and 11 . 

in apparent response to only one of the arguments presented in the 7/20/06 Amendment 
n t in | e \ I i ' s s Ns s i it Pw k t 

5 • < c - _ peration j enerators 

when turned off while the system as a whole is still operating, which inherently requires a 
driving force to be applied to the engine to start, or re-start it's operation." While that assertion is 
not clearly understood by Applicants, it appears that the assertion is that the Moore system would 
inherently include a force to start or re-start Moore's engine. 

MPEP §2I!2(I\ } states that: 

iocsntb'Jg r^e;ene\ the • swo j u 1 ce an ■> m vi a.v, 'i,. 

cn ssuu oew iun te is ecc s } iesu the tin _ 
described in the reference, and that it would be so recognized by 
persons of ordmary skid. Inherency, however, may not be 

hies 1 le ne e fact toe. o 
certain thing may result from a given set of circumstances is not 

Si tllC .0: 
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The Advisory Action asserts only that a "driving force" is inherent in the Moore system. 
The pending claims do not use the term "driving force." Accordingly, the Advisory Action's 
n t i e - t. e t i l ! v^. asse i 

does i ( lis I i > f ' I v s i vs i er i >r ol vise) the v s t Ih 
recite* u claims 

Furthermore, even ii driving >rce was assui c i ne that can operate 

as a motor, it is not inherent thai such a machine would he capable of operating as a generator. 
Applicants believe that in known starter motors used to start automobile engines, the starter 
motor does not typically operate as a generator. Moreover, the evidence o1 known sta; tcr mo os s 
would preclude hm Ad\isor> Action's assertion of inherency because the Moore system: could 
i ] includs a known startet motoi that s incapable of operating as a generator. 

in!.X ey rnent cd b e A N >n v no serte i ienoi nal 

ollice action or in the final rejection, and the final rejection was not necessitated by an IDS or by 
Applicants' 7/20/06 Amendment. MPEP §706.07(a) states that "second or any subsequent 
actions on the merits shah be final, except where the examiner introdu ces a v 
rciection tha t is neither n ecessita ted b y applicant's amendment of the claims nor based on 

i ! i mi - , m x b ! 

added). The inherency asserted for the first time in Advisory Action is thus a new ground of 
rejection, and is it improper and unfair for a new ground of rejection to be asserted at this time. 
Ace nor b - \ c< t o : should be withdrawn and, if the new gn socio eje ion 

is still deemed appropriate, it should be presented in a new non-final office action. 

M« Con . b a 

For at least the foregoi > i s ectit na facie case 

ofobv ioosness, and the final it> of the rejection is improper because of the assertion of a new 
gtvursd it eerto- h s , i «, i < mo the 

rejection, he withdrawn. 
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Examiner feel that there are 




response, the Examiner is invited to contact the undersigned to expedite prosecution of the 
application. 

s 51 jr is eb 1 ed by this papc chary w fees c _ v. e e 

pendencj lica ( s nder 37 C.F.R. § ^ i v which snay be 

required, including any required extension of time fees, or credit any overpayment to Deposit 
Account 50-3840. This paragraph is intended t© T?e a CONSTRUCTIVE PETITION FOR 
EXTENSION OF TIME in accordance with 37 C.F.R § 1.136(a)(3). 



Respectful!} submit ed 



Date: September 20, 2006 
Patent Administrator 
Proskauer Rose LLP 
1001 Pennsylvania Avenue. NW 
Suite 400 

Washington, DC 20004 
Telephone: 202,416.6800 
Facsimile: 202,416.6899 
CUSTOMER NO: 61263 




Attorney for Applicant 
Reg, No.- 38,708 



Customer No. 61263 



